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DETAILED ACTION 



Claim Rejections - 35 USC § 112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

1 . Claim rejections set forth previously under this section are withdrawn. 

2. Claims 28-30 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claim 28 recites "second tile shape" but there appears to be no first tile shape. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Rejections set forth previously under this section are withdrawn in view of the arguments 
presented in the 24 January 2007 interview. New rejections are presented below. 

4. Claims 13 and 17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schwarz (USPN 1619490) in view of Grundy (USPN 2120742) and Wells (USPN 571 1 126). As 
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to Claim 13, Schwarz teaches a method of providing a roof structure by the use of a tile mold, 
the method comprising: 

Providing a first tile shape by use of a tile mold (page 1, line 95) having a generally "S"- 
shaped transverse cross section (Figs. 4-7) and including a cap and pan portion, the cap portion 
defining a concave surface and a pan portion defining a convex surface relative to the supporting 
surface (Figs. 4-7); 

Providing a second tile shape by use of a tile mold, the second tile having a generally 
"S"-shaped transverse cross section and including a cap portion and a pan portion relative to the 
supporting structure (Figs. 3-7), wherein the second tile shape defines a necked portion between 
the pan portion and the cap portion having a thickness less than that of the cap or pan, further 
defining a breakage channel on one or more surfaces of the second tile shape (Figs. 3-7); 

Breaking the second tile shape along the first breakage channel (page 2, left column); 

Installing the first tile shape atop the supporting structure (implicit in that multiple 
shingles or tiles would be installed). 

Schwarz is silent to the second breakage channel extending substantially normally to a 
longitudinal axis of the cap portion, breaking the cap portion along the second breakage channel, 
and installing one of the two cap portion sections of the second tile shape atop the cap portion of 
the first tile shape. 

Grundy teaches providing a second breakage channel extending substantially normally to 
a longitudinal axis, and in view of Grundy's teaching it would have been obvious to break along 
a transverse channel to provide a different length. 
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Wells teaches installing one of the cap portions atop what would be the cap portion of the 
first tile shape (Figs. 12 and 13). 

It would have been prima facie obvious to one of ordinary skill in the art at the time of 
the invention to incorporate the methods of Grundy and Wells into that of Schwarz (a) in order to 
provide varying lengths of tiles, which would produce a roof having a varied aesthetic quality as 
shown by Wells in Fig. 13 (note the differences in lengths of items 56) and (b) Schwarz provides 
tiles for roofs, and Grundy suggests the method for producing tiles for buildings, particularly for 
corners and angles (page 1, right column, lines 3-12) and it would have been desirable to install 
overlapping tiles as shown in Wells' Fig. 12 in order to keep water out of the roof structure. 

As to Claim 17, Grundy teaches that transverse grooves can be created to provide cap 
portions of any length (See Fig. 1) and Wells teaches that the attaching includes attaching a cap 
portion atop the cap portion of the first tile shape (Figs. 12 and 13). 

5. Claims 15, 16, 19, 26, 27, and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Schwarz (USPN 1619490). As to Claim 15, Schwarz teaches a method of 
providing multiple tile shapes from one tile mold, the method comprising the steps of: . 

Providing a first tile shape by use of a tile mold and a slipper, the first tile shape being 
generally a "S" tile shape (Fig. 5 and Claim 1); 

Providing a second tile shape by use of the tile mold and a second slipper, the second tile 
shape being a generally "S" tile shape comprising a cap and pan portion and the second tile 
shape defining a separation channel that extends longitudinally between the cap portion and the 
pan portions along one or more surfaces of the second tile shape (Figs. 5 or 7 and Claim 2); 



Application/Control Number: 10/656,893 Page 5 

Art Unit: 1732 

Breaking the second tile shape along the separation channel, such that the second S-tile 
shape is converted into two generally Mission tile shapes, one being a cap and one being a pan 
relative to the supporting surface (page 2, left column, lines 40-55). 

Schwarz does not explicitly show a first slipper and a second slipper. However, Schwarz 
teaches that the forming means may include simply the double mold (Claim 1) or may include 
the downwardly extending rib (Claim 2). Thus, Schwarz teaches two slippers, the first lacking 
the downwardly extending rib and the second possessing the downwardly extending rib. 

As to Claim 16, Schwarz teaches a method of providing a single tile simulating multiple 
tile shapes from one tile mold, the method comprising the steps of: 

Providing a first tile shape by use of a tile mold and a first slipper, the first tile shape 
being a generally S-tile shape (Fig. 5 or Fig. 7 and Claim 1); and 

Providing a second tile shape by use of a tile mold and a second slipper (Fig. 5 or Fig. 7 
and Claim 2), the second tile shape being a generally S-tile shape and defining a necked portion 
between the cap and pan having a thickness less than the adjacent portions defining a simulation 
interface channel such that the tile shape simulates two tile shapes having "C"-shaped transverse 
cross sections (Fig. 5 or 7) and configured to facilitate breakage between the cap and pan (Page 
2, lines 40-55). 

Schwarz does not explicitly show a first slipper and a second slipper. However, Schwarz 
teaches that the forming means may include simply the double mold (Claim 1) or may include 
the downwardly extending rib (Claim 2). Thus, Schwarz teaches two slippers, the first lacking 
the downwardly extending rib and the second possessing the downwardly extending rib. 
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As to Claim 19, Schwarz teaches a method of providing a roof structure by use of a tile 
mold, the method comprising: 

Providing a fist tile shape by use of the mold (page 2, lines 11-12), the first tile shape 
having a generally "S"-shaped transverse cross section (Figs. 5 and 7 and Claim 1) and including 
a cap portion and a pan portion, the cap portion defining a concave surface relative to a 
supporting surface and the pan portion defining a convex surface relative to the supporting 
surface (Figs. 5 and 7); 

Providing a second tile shape having a generally "S"-shaped transverse cross section 
comprising a cap and a pan portions (Figs. 4-7 and Claim 2), wherein 

The second tile shape defines a breakage channel on a surface of the second tile between 
the cap portion and the pan portion (Figs. 4-7 and Claim 2), 

The breakage channel is configured to facilitate breakage of the second tile shape 
between the cap portion and the pan portion (page 2, lines 40-55), and 

Each of the cap portion and the pan section have a generally arcuate-shaped transverse 
cross section upon breaking; and breaking the second tile shape along the breakage channel 
(page 2, lines 40-55). 

Schwarz does not explicitly show a first slipper and a second slipper. However, Schwarz 
teaches that the forming means may include simply the double mold (Claim 1) or may include 
the downwardly extending rib (Claim 2). Thus, Schwarz teaches two slippers, the first lacking 
the downwardly extending rib and the second possessing the downwardly extending rib. As to 
Claims 26 and 27, Schwarz teaches the second tile shape comprising a necked portion 
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intermediate a pan and cap portion having a lesser thickness defining a breakage channel (Figs. 
4-7) between the cap and pan portion on one or more surfaces of the second tile shape. 

As to Claim 28, Schwarz teaches a method of providing a roof structure by use of a tile 
mold, the method comprising the steps of: 

Providing a tile shape by use of a tile mold (Figs. 4-7 and Claim 1), the tile shape having 
a general S-shape transverse cross section and comprising a cap portion and a pan portion, 
wherein: 

The cap portion defines a concave surface relative to a supporting surface (Figs. 5 and 7), 
The pan portion defines a convex surface relative to the supporting surface (Figs. 5 and 

The tile shape defines at least one breakage channel on one or more surfaces of the tile 
shape (Fig. 2, item 34), where the breakage channel is configured to facilitate breakage of the 
second tile shape between the cap and pan (Figs. 4-7), and wherein each of the cap and pan have 
a generally arcuate shape transverse cross section upon breaking (Figs. 5 and 7); 

Breaking the tile shape along at least one breakage channel (page 2, lines 40-55). 

Schwarz appears to be silent to packaging to cap for shipment. However, because 
shipment and delivery of these tile shapes from the manufacturing facility to the worksite would 
have been obvious, packaging would have also been an obvious step over Schwarz's method. 
Transportation reads on "packaging". Additionally, rearrangement of the particular order of 
steps is generally considered to be prima facie obvious. In this case, it would have been obvious 
to rearrange the order of breaking and packing. 
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6. Claims 21 and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schwarz (USPN 1619490) in view of Wells (USPN 571 1 126). Schwarz teaches the subject 
matter of Claim 19 above under 35 USC 1039a). As to Claim 21, Schwarz appears to be silent 
to the claimed installation configuration. However, Wells teaches installing a cap portion of a 
second tile vertically adjacent the cap portion of the first shape (Figs. 12 and 13). It would have 
been prima facie obvious to one of ordinary skill in the art at the time of the invention to 
incorporate the method of Wells into that of Schwarz in order to provide overlapping tiles that 
help keep water out of a roof. As to Claim 22, Schwarz appears to suggest that the tiles are 
broken prior to shipment, however, this limitation appears to be drawn only the order of steps, 
and rearrangement of the order of steps is generally deemed to be prima facie obvious. Here, 
either order of steps of breakage and packaging for shipment would have been obvious, and 
transportation from the manufacturing facility to the job site reads on "packaging". 

7. Claims 23-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Schwarz 
(USPN 1619490) in view of Wells (USPN 571 1 126) and further in view of Grundy (USPN 
2120742). Schwarz and Wells teach the subject matter of Claim 21 above under 35 USC 103(a). 
As to Claim 23, Wells shows different length parts (Fig. 13), but appears to be silent to the two 
different lengths. However, Grundy teaches providing a tile having two different lengths (Fig. 1, 
item 4). It would have been prima facie obvious to one of ordinary skill in the art at the time of 
the invention to incorporate the method of Grundy into that of Schwarz (a) in order to provide 
varying lengths of tiles, which would produce a roof having a varied aesthetic quality (b) 
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Schwarz provides tiles for roofs, and Grundy suggests the method for producing tiles for 
buildings, particularly for corners and angles (page 1, right column, lines 3-12). 
As to Claim 24, Schwarz provides the breakage in the first breakage channel (page 2, left 
column) and Grundy teaches breaking along second breakage channel (Fig. 1, item 4). Wells 
teaches installing the first tile shape (Fig. 13, items 56) and attaching the cap portion vertically 
adjacent the cap portion of the first tile shape (item 10, Fig. 13). As to Claim 25, Schwarz 
teaches breakage along the first breakage channel (page 2, lines 40-55), and Grundy teaches 
breakage along the second channel (Fig. 1, item 4). Wells teaches installing the tile shapes atop 
the supporting structure (Fig. 13, item 56) and subsequently attaching the cap portions along the 
first tile shapes (Fig. 13, item 10). 

8. Claims 29 and 30 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Schwarz (USPN 1 6 1 9490) in view of Grundy (USPN 2 1 20742). Schwarz teaches the subject 
matter of Claim 28 above under 35 USC 103(a). As to Claims 29 and 30, Schwarz teaches a 
necked portion extending between the cap and pan, wherein the necked portion has a thickness 
less than the cap or pan portion (Figs. 4-7). Schwarz appears to be silent to the transverse 
breakage channel (or normal to the longitudinal axis). However, Grundy teaches that it is known 
to provide both longitudinal and transverse breakage channels (Item 4, Fig. 1). 

It would have been prima facie obvious to one of ordinary skill in the art at the time of 
the invention to incorporate the method of Grundy into that of Schwarz (a) in order to provide 
varying lengths of tiles, which would produce a roof having a varied aesthetic quality (b) 
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Schwarz provides tiles for roofs, and Grundy suggests the method for producing tiles for 
buildings, particularly for corners and angles (page 1, right column, lines 3-12). 



9. Applicant's arguments with respect to the pending claims have been considered but are 
moot in view of the new ground(s) of rejection. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Matthew J. Daniels whose telephone number is (571) 272-2450. 
The examiner can normally be reached on Monday - Friday, 8:00 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Johnson can be reached on (571) 272-1 176. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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